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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 



Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 - 20 are drawn to method, performed by a returns provider, of 

handling customer returns of items on behalf of multiple merchants 
including notifying the merchant of a return package, based on the results 
of the correlating step, classified in class 705, subclass 26. 

II. Claim 21 are drawn to a method, performed by a returns provider, of handling 

customer returns of items on behalf of multiple merchants including 
notifying the returnee of a return package, based on the results of the 
correlating step, classified in class 705, subclass 27. 

III. Claims 22 - 26 are drawn to a system for handling customer returns of items 

on behalf of multiple merchants, the returns being made by customers in 
packages having machine readable labels and for transmitting return rules 
for display at one or more of the return centers and wherein the return 
rules specify at least a procedure for return notifications, classified in 705, 
subclass 26. 

IV. Claims 27 - 32 are drawn to a method, performed by a returns provider, of 

handling customer returns of items on behalf of multiple merchants 
including handling the package return in response to the correlating step, 
classified in class 705, subclass 26. 
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Inventions Groups I and II are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct from each other if 
they are shown to be separately usable. In the instant case, invention Group II has 
separate utility such as a method, performed by a returns provider, of handling 
customer returns of items on behalf of multiple merchants including notifying the 
returnee of a return package, based on the results of the correlating step. See MPEP § 
806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Inventions Groups I and III are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct from each other if 
they are shown to be separately usable. In the instant case, invention Group III has 
separate utility such as a system for handling customer returns of items on behalf of 
multiple merchants, the returns being made by customers in packages having machine 
readable labels and for transmitting return rules for display at one or more of the return 
centers and wherein the return rules specify at least a procedure for return notifications. 
See MPEP § 806.05(d). 
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Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Inventions Groups I and IV are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct from each other if 
they are shown to be separately usable. In the instant case, invention Group IV has 
separate utility such as a method, performed by a returns provider, of handling 
customer returns of items on behalf of multiple merchants including handling the 
package return in response to the correlating step. See MPEP § 806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

Inventions Groups II and III are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct from each other if 
they are shown to be separately usable. In the instant case, invention Group III has 
separate utility such as a system for handling customer returns of items on behalf of 
multiple merchants, the returns being made by customers in packages having machine 
readable labels and for transmitting return rules for display at one or more of the return 
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centers and wherein the return rules specify at least a procedure for return notifications. 
See MPEP § 806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Inventions Groups II and IV are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct from each other if 
they are shown to be separately usable. In the instant case, invention Group IV has 
separate utility such as a method, performed by a returns provider, of handling 
customer returns of items on behalf of multiple merchants including handling the 
package return in response to the correlating step. See MPEP § 806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

Inventions Groups III and IV are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct from each other if 
they are shown to be separately usable. In the instant case, invention Group IV has 
separate utility such as a method, performed by a returns provider, of handling 
customer returns of items on behalf of multiple merchants including handling the 
package return in response to the correlating step. See MPEP § 806.05(d). 



Application/Control Number: 10/697,485 Page 6 

Art Unit: 3625 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Species 

In the event the applicant elects Group I above, the applicant is further obligated 
to elect among the following species as follows: 

This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

la. Species of claims 1 - 6 the method wherein the method is performed, 
lb. Species of claims 1 and 7 the method wherein the machine readable label 
further has data representing the package origin and package delivery location. 
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Ic. Species of claims 1 and 8 - 10 the method further comprising the step of 
notifying the customer. 

Id. Species of claims 1 and 1 1 - 13 the method further comprising the step of 
using the machine readable data. 

le. Species of claims 1 and 14 the method further comprising the step of using 
the processing system. 

If. Species of claims 1 and 15 the method further comprising the step opening the 
package. 

Ig. Species of claims 1 and 16 the method further comprising the step of 
transmitting data from the scanning step. 

Ih. Species of claims 1 and 17 - 20 the method further comprising the step of 
transmitting data about the return. 

In the event the applicant elects Group III above, the applicant is further obligated 
to elect among the following species as follows: 

This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

Ilia. Species of claims 22 and 23, the system wherein the processing system is 
further operable to communicate return information to the merchant 

1Mb. Species of claims 22 and 24, the system wherein the processing system is 
further operable to communicate return information to the customer. 



Application/Control Number: 10/697,485 Page 8 

Art Unit: 3625 

lllc. Species of claims 22 and 25, the system wherein the processing system is 
further operable to access shipping charges for the package. 

Illd. Species of claims 22 and 25, the system further comprising an opening 
station. 

In the event the applicant elects Group IV above, the applicant is further obligated 
to elect among the following species as follows: 

This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

Va. Species of claims 27, 28 and 32, wherein the handling step is performed by 
notifying the merchant. 

Vb. Species of claims 27, 29 and 32, wherein the handling step is performed by 
notifying the customer. 

Vc. Species of claims 27, 30 and 32, wherein the handling step is performed by 
disposing of the package. 

Vd. Species of claims 27, and 31 - 32, further comprising the step of opening the 
package to extract the return item. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently for Group I, Claim 1 is generic, Group II, Claim 
21 , Group III, claim 22 is generic and for Group IV, Claim 27 is generic. 
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Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 
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Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(1). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rob Rhode whose telephone number is 571.272.6761. 
The examiner can normally be reached Monday thru Friday 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rob Pond can be reached on 571.272.6760. 
Any response to this action should be mailed to: 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, Va. 22313-1450 

or faxed to: 

571-273-8300 [Official communications; including 
After Final communications labeled 
"Box AF"] 

For general questions the receptionist can be reached at 
571.272.3600 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.aov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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